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Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after allowance or after an Office 
action under Ex Parte Quayle, 25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935). Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, prosecution in this application has 
been reopened pursuant to 37 CFR 1.114. Applicant's submission filed on February 16, 
2007 has been entered. 

Allowable Subject Matter 

2. The indicated allowability of claims 28-30, 32, 33, 35-38, 40-54 and 56-64 is 
withdrawn in view of the newly discovered reference(s) to Burbank et al (6,471 ,700 B1). 
Rejections based on the newly cited reference(s) follow. 

Specification 

3. The disclosure is objected to because of the following informalities: The 
specification pages have no page numbers. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 28, 32, 33, 38, 42, 45-48, 51-54, 58, 59, 61 and 62 are rejected under 35 
U.S.C. 1 02(e) as being anticipated by Burbanl< et a! '(6,471 ,700 B1 ) 

The applied reference has a common inventor and assignee with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37 CFR 1 .132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

Burbank et a! disclose a biopsy system and further disclose an. elongate cannula 
having a longitudinal axis, an open distal end with a transverse dimension perpendicular 
to the longitudinal axis, a proximal end and an inner lumen extending to and in fluid 
communications with the open distal end; a first tissue cutting element disposed on the 
open distal end of the cannula and lies in a plane traversing the longitudinal axis of the 
cannula; a stylet slidably disposed at least in part within the inner lumen, configured for 
axial translation between a withdrawn position and an extended position and which has 
a distal end having a transverse dimension perpendicular to the longitudinal axis of the 
cannula and has a distal portion with an outer diameter that is greater than the inner 
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diameter of the open distal end of the cannula; a second tissue cutting element 
comprising an electrosurgical cutting surface, disposed on the distal end of the stylet; a • 
high frequency power source and means connecting the source to the distal tissue 
cutting element; the distal end of the stylet comprises a hemispherical head and the 
electrosurgical cutting surface extends over the head; and a return electrode. See 
Figures 22 and 23; Column 5, lines 45-51; Column 13, lines 66-67; and Column 14, 
lines 1-23. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at th&time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 29, 30, 43, 44, 49 and 50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Burbank et al (6,471,700 B1) as applied to claims 28, 42 and 48 
above, and further in view of Milliman et al (5,817,034). 

Burbank et al, as discussed above, disclose a biopsy system, but fail to disclose 
the first tissue cutting element has an electrosurgical cutting surface; and a source of 
high frequency power connected to the electrosurgical cutting surface. 

Milliman et al disclose a means fro removing tissue and further disclose the first 
tissue cutting element has an electrosurgical cutting surface; and. a source of high 
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frequency power connected to the electrosurgical cutting surface. See Column 9, lines 
3-12; and Column 10, lines 11-21. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the first tissue cutting surface of Burbank et ai to include 
an electrosurgical cutting surface, as per the teachings of Milliman et al, since it would 
provide a less traumatic means of severing the tissue sample from the surrounding 
tissue. 

8. Claims 35 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Burbank et al (6,471 ,700 B1) as applied to claim 28 above, and further in view of 
Bryan et al (6,050,955). 

Burbank et al, as discussed above, disclose a biopsy system, but fail to disclose 
a driving unit coupled to the stylet; and the driving unit has a translation mechanism 
comprising a carrier connected to the proximal portion of the stylet and movably 
mounted oh the driving unit between a first position and a second position, and a carrier 
drive. 

Bryan et al disclose a biopsy system and further disclose a driving unit coupled to 
the stylet; and the driving unit has a translation mechanism comprising a carrier 
connected to the proximal portion of the stylet and movably mounted on the driving unit 
between a first position and a second position, and a carrier drive. See Figures 18, 23, 
and 28. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the biopsy system of Burbank et al to include the means 
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of operating the stylet as per the teachings of Bryan et al, since it would provide an 
automatic means of acquiring a tissue sample from the body. 

'9. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over Burbank 
et al (6,471,700 81) and Bryan et al (6,050,955) as applied to claim 36 above, and 
further in view of Voegele (6,610.020 B2). 

Burbank et al and Bryan et al, as discussed above, disclose a biopsy system but 
fail to disclose a motor which has a drive shaft coupled to a drive screw of the carrier 
drive; a screw driven mechanism coupled between the drive screw and the carrier, 
. whereby rotation of the drive screw in a first direction moves the carrier from the first 
position to the second position. 

Voegele discloses a biopsy system and further discloses a motor which has a 
drive shaft coupled to a drive screw of the carrier drive; a screw driven mechanism 
coupled between the drive screw and the carrier, whereby rotation of the drive screw in 
a first direction moves the carrier from the first position to the second position. See 
Figures 2 and 3. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the combination of Burbank et al and Bryan et al to 
include a motorized means of operating the biopsy system, as per the teachings of 
Voegele, since it would provide a means of accurately obtaining a tissue specimen from 
surrounding tissue. 

10. Claims 40, 41, 56, 57 and 60 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Burbank et al (6,471,700 B1). 
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Burbank et al, as discussed above, disclose a biopsy system utilizing an 
electrosurgical cutting element on the distal end and the use of at least one return 
electrode, but not the location of the return electrode. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to place the return 
electrode on the stylet or the cannula, since it is well known in the art to utilize a return 
electrode that is placed either on the body or on the surgical instrument in close 
proximity to the cutting element. 

1 1 . Claims 63 and 64 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Burbank et al (6,471,700 B1) in view of Milliman etal (5,817,034). 

Burbank et al, as discussed above, disclose a biopsy system comprising an 
elongate cannula having a longitudinal axis, an open distal end, a proximal end and an 
inner lumen extending to and in fluid communication with the open distal end; an 
elongate stylet disposed at least in part in the inner lumen, and configured for axial 
translation between a withdrawn position and an extended position; the stylet has an 
outer diameter that is greater than the diameter of the first tissue cutting element; and 
the tissue penetrating distal end of the stylet has an electrosurgical cutting element 
which lies In a plane parallel with the longitudinal axis of the cannula. See Figures 22 • 
and 23; Column 5, lines 45-51; Column 13. lines 66-67; and Column 14, lines 1-23. 

Burbank et al however fail to disclose an electrosurgical cutting element located 
at the open distal end of the cannula and lies in a plane traversing the longitudinal axis 
of the cannula. 
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Milliman et al, as discussed above, disclose a means for removing tissue and 
further disclose an electrosurgical cutting element located at the open distal end of the 
cannula and lies in a plane traversing the longitudinal axis of the cannula. See Column 
9, lines 3-12; and Column 10. lines 11-21. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the first tissue cutting element of Burbank et al to include 
the use of an electrosurgical cutting element, as per the teachings of Milliman et al, 
since it would provide a means of removing a tissue sample from surrounding tissue in 
a less traumatic means. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian Szmal whose telephone number is (571) 272- 
4733. The examiner can normally be reached on Monday-Friday, with second Fridays 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can.be reached on (571) 272-4726. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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